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DETAILED ACTION 
Drawings 

1. The drawings were received on March 31, 2005. These drawings are acceptable. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 3-5, 7-9, 11-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hubbe et al. (US Patent Number 6,278,885) in view of Rignell et al. 
(US Patent Application publication number 2001/0053688 Al). 

Regarding claim 1, Hubbe et al. discloses a portable terminal remote control 
method of remotely controlling a portable terminal (3) from an external device (1, 2, 5) 
via a wireless communication link (Figure 1), said portable terminal having a main body 
- provided with a built-in memory (second memory - column 5, line 1), and an 

attachable/detachable storage medium (first memory, e.g. SIM card - column 4, line 65), 
the method comprising: 

accepting a request by said external device related to a change of setting in said 
portable terminal via the wireless communication link (column 3, lines 27-32); and 

sending a single setting changing message (short radio message; SMS - abstract; 
column 3, lines 35-40; column 5, lines 4-9), from said external device to said portable 
terminal, in response to the accepted request (column 3, lines 27-32), and 
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wherein the setting changing message includes a computer program ("commands 
to be acted on" - column 4, line 3; "updating commands" - column 3, lines 27-32) that 
changes contents of both of the built-in memory and the storage medium of the portable 
terminal at a time (column 5, lines 2-3), and a setting changing identifier (header 6 - 
Figure 2) that identifies the setting changing message such that said portable terminal is 
configured to execute a different function (an update by definition implies a change or 
different function as claimed; see "adding software" - column 4, line 47) (column 2, lines 
26-34). 

• In spite of that someone makes the request (which includes a settings change for 
the portable terminal; Hubbe et al.'s "updating commands"), Hubbe et al. does not 
specify it is the user of the portable terminal who makes the request. Nevertheless, the 
manner of operating a device does not differentiate apparatus claim from the prior art (see 
MPEP2114). 

On the other hand, this feature is conventional in the art as shown by Rignell et al. 
In the same field of endeavor, Rignell et al. discloses a portable terminal remote control 
method of remotely controlling a portable terminal (201 - Figure 2) wherein the user of 
the portable terminal makes the request as claimed (see in particular paragraph 0029). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to enable the user of the portable terminal to make the 
request instead of or in addition to someone else, first, because the manner of operating a 
device does not differentiate apparatus claim from the prior art (MPEP 2114), and, 
second, because users would be capable of performing the changes/updates when 
necessary, possible, and/or advantageous (e.g. when they have time). 
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• Even though Hubbe et al. discloses that the setting changing message is, for 
example, SMS (short message service) message (abstract; column 3, lines 35-40; column 
5, lines 4-9), Hubbe et al. fails to specify that the setting changing message is mail (e- 
mail) as defined by applicant. 

In the same field of endeavor, Rignell et al. discloses a portable terminal remote 
control method of remotely controlling a portable terminal (201 - Figure 2) where either 
one of SMS or e-mail or any other suitable format can be used to send update/support 
information/commands enabling the mobile unit to perform an update of the settings in a 
memory of the mobile unit (see in particular paragraph 0107; see also paragraphs 0037 
and 0084). SMS and e-mail are interchangeable as suggested by Rignell et al. Some 
advantages of e-mail are that it is low cost, and widely available. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to use e-mail instead of SMS, first, because SMS and e- 
mail are interchangeable as suggested by Rignell et al., and, second, because e-mail is 
low cost, and widely available. 

Regarding claim 3, Hubbe et al. and Rignell et al. disclose everything claimed as 
applied above (see claim 7). In addition, the combination teaches wherein the sending of 
the setting changing mail includes, upon acceptance of the request related to the change 
of setting in said portable terminal, generating the setting changing mail containing a 
computer program suitable to the received request (column 2, lines 26-34; column 3, 
lines 27-40; column 4, line 3; column 5, lines 4-9 of Hubbe et al.). 

Regarding claim 4, Hubbe et al. and Rignell et al. disclose everything claimed as 
applied above (see claim 3). In addition, the combination teaches the upon acceptance of 
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the request related to the change of setting in said portable terminal from the user of said 
portable terminal, checking whether or not the user is an authorized user (determine 
whether unauthorized, unsupported, unlicensed or unofficial - paragraphs 0051-0052 of 
Rignell et al.). 

Regarding claim 5, Hubbe et al. discloses a portable terminal remote control 
method of remotely controlling a portable terminal (3) from an external deice (1, 2, 5) via 
a wireless communication link (Figure 1), said portable terminal having a main body 
provided with a built-in memory (second memory - column 5, line 1), and an 
attachable/detachable storage medium (first memory, e.g. SIM card - column 4, line 65), 
the method comprising: 

receiving a single setting changing message (short radio message; SMS - abstract; 
column 3, lines 35-40; column 5, lines 4-9) sent from said external device in said portable 
terminal, via the wireless communication link (column 3, lines 27-32), the setting 
changing message including a computer program ("commands to be acted on" - column 
4, line 3; "updating commands" - column 3, lines 27-32) that changes contents of both 
the built-in memory and the storage medium of the portable terminal at a time (column 5, 
lines 2-3), and a setting changing identifier (header 6 - Figure 2) that identifies the setting 
changing mail; 

identifying the setting changing message based on the setting changing identifier 
(header 6 - Figure 2); and 

updating the contents of both of said built-in memory and said storage medium 
based on content of the received setting changing mail such that said portable terminal is 
configured to execute a different function (an update by definition implies a change or 
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different function as claimed; see "adding software" - column 4, line 47) (column 2, lines 
26-34). 

• Even though Hubbe et al. discloses that the setting changing message is, for 
example, SMS (short message service) message (abstract; column 3, lines 35-40; column 
5, lines 4-9), Hubbe et al fails to specify that the setting changing message is mail (e- 
mail) as defined by applicant. 

In the same field of endeavor, Rignell et al. discloses a portable terminal remote 
control method of remotely controlling a portable terminal (201 - Figure 2) where either 
one of SMS or e-mail or any other suitable format can be used to send update/support 
information/commands enabling the mobile unit to perform an update of the settings in a 
memory of the mobile unit (see in particular paragraph 0107; see also paragraphs 0037 
and 0084). SMS and e-mail are interchangeable as suggested by Rignell et al. Some 
advantages of e-mail are that it is low cost, and widely available. Rignell et al. further 
discloses a setting changing identifier (software version number) that identifies the 
setting changing mail; and identifying the setting changing message based on the setting 
changing identifier (paragraph 0044, 0077, 0091, etc). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to use e-mail instead of SMS, first, because SMS and e- 
mail are interchangeable as suggested by Rignell et al., and, second, because e-mail is 
low cost, and widely available. 

. Regarding claim 7, Hubbe et al. and Rignell et al. disclose everything claimed as 
applied above (see claim 5). In addition, the combination teaches wherein said storage 
medium comprises an IC card or a subscriber identity module card (e.g. SIM card - 
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column 3, lines 4-5; column 4, line 65) issued by a communication provider (column 3, 
lines 23-25), each provided with a processor (processing means; microprocessor - 
column 3, lines 7-10) (17 - Figure 3) and a memory (column 3, lines 7-10) (18 - Figure 
3) so that in the collectively updating of the contents, said main body has a processor (1 1 
- Figure 3) that updates the contents of said built-in memory (12 - Figure 3) by executing 
the computer program contained in said setting changing mail ("commands to be acted 
on" - column 4, line 3; "updating commands" - column 3, lines 27-32), and said IC card 
or subscriber identity module card is updated by a processor-to-processor communication 
between the processor in said main body and the processor in said IC card or in said 
subscriber identity module card (e.g. SIM card) (column 3, lines 11-15; and citations 
above of Hubbe et al.). 

Regarding claim 8, Hubbe et al. and Rignell et al. disclose everything claimed as 
applied above (see claim 5). In addition, the combination teaches storing the received 
setting changing mail in said built-in memory (column 5, lines 2-3); and when said 
storage medium is replaced with another storage medium, updating contents of said other 
storage medium by running the computer program contained in the setting changing mail 
stored in said built-in memory (single phone can use multiple cards or vice versa - 
column 4, lines 8-14; card memory contents are compared against built-in memory, e.g. 
buffer, to determine update need - column 4, lines 51-55; and citations above of Hubbe et 
al.). 

Regarding claim 9, Hubbe et al. and Rignell et al. disclose everything claimed as 
applied above (see claim 5). In addition, the combination teaches storing the received 
setting changing mail said storage medium (column 5, lines 2-3); and when said storage 
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medium is inserted into a main body of another portable terminal, updating contents in a 
built-in memory of said mail body of the other portable terminal by running the computer 
program contained in the setting changing mail stored in said storage medium (single 
card can be used in multiple phones or vice versa - column 4, lines 8-14; card memory 
contents are compared against built-in memory, e.g. buffer, to determine update need - 
column 4, lines 51-55; and citations above of Hubbe et al). 

In general, claims 11-19 are obvious variations of claims 1, 3-5, 7-9; therefore, 
they rejected for the same reasons shown above. In particular: 

As to claims 11 and 12, they are the corresponding system and recording medium 
claims of method claim 1; therefore, they are rejected for the same reasons applied above 
for claim L 

As to claim 13, it is a corresponding system claim of method claim 5; therefore, it 
is rejected for the same reasons applied above for claim 5. 

As to claims 14 and 18-19, they are obvious variation method claims 
corresponding to method claim 1; therefore, they are rejected for the same reasons 
applied above for claim L 

As to claims 15 and 16, they are the corresponding system and recording medium 
claims of method claim 14; therefore, they are rejected for the same reasons applied 
above for claim 14. 

As to claim 17, it is a corresponding system claim of method claim 4/3/1; 
therefore, it is rejected for the same reasons applied above for claim 4/3/1. 
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4. Claims 1, 3-5, 7-9, 11-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hubbe et al. (US Patent Number 6,278,885) in view of Hagebarth (US 
Patent Number 6,484,026). 

Regarding claim 1, Hubbe et al. discloses a portable terminal remote control 
method of remotely controlling a portable terminal (3) from an external device (1, 2 5 5) 
via a wireless communication link (Figure 1), said portable terminal having a main body 
provided with a built-in memory (second memory - column 5, line 1), and an 
attachable/detachable storage medium (first memory, e.g. SIM card - column 4, line 65), 
the method comprising: 

accepting a request by said external device related to a change of setting in said 
portable terminal via the wireless communication link (column 3, lines 27-32); and 

sending a single setting changing message (short radio message; SMS - abstract; 
column 3, lines 35-40; column 5, lines 4-9), from said external device to said portable 
terminal, in response to the accepted request (column 3, lines 27-32), and 

wherein the setting changing message includes a computer program ("commands 
to be acted on" - column 4, line 3; "updating commands" - column 3, lines 27-32) that 
changes contents of both of the built-in memory and the storage medium of the portable 
terminal at a time (column 5, lines 2-3), and a setting changing identifier (header 6 - 
Figure 2) that identifies the setting changing message such that said portable terminal is 
configured to execute a different function (an update by definition implies a change or 
different function as claimed; see "adding software" - column 4, line 47) (column 2, lines 
26-34). 
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• In spite of that someone makes the request (which includes a settings change for 
the portable terminal; Hubbe et al.'s "updating commands"), Hubbe et al. does not 
specify it is the user of the portable terminal who makes the request. Nevertheless, the 
manner of operating a device does not differentiate apparatus claim from the prior art (see 
MPEP2114). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to enable the user of the portable terminal to make the 
request instead of or in addition to someone else, first, because the manner of operating a 
device does not differentiate apparatus claim from the prior art (MPEP 2114), and, 
second, because users would be capable of performing the changes/updates when 
necessary, possible, and/or advantageous (e.g. when they have time). 

• Even though Hubbe et al. discloses that the setting changing message is, for 
example, SMS (short message service) message (abstract; column 3, lines 35-40; column 
5, lines 4-9), Hubbe et al. fails to specify that the setting changing message is mail (e- 
mail) as defined by applicant. 

In the same field of endeavor, Hagebarth discloses a portable terminal remote 
control method of remotely controlling a portable terminal (abstract) where either one of 
SMS or e-mail can be used to send update/performance parameters/commands (settings) 
enabling the mobile unit to perform an update of the settings in a memory of the mobile 
unit (see in particular column 6, lines 34-41; see also column 7, lines 35-38). SMS and e- 
mail are interchangeable as suggested by Hagebarth. Some advantages of e-mail are that 
it is low cost, and widely available. 



Application/Control Number: 09/760,879 Page 1 1 

Art Unit: 2687 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to use e-mail instead of SMS, first, because SMS and e- 
mail are interchangeable as suggested by Hagebarth, and, second, because e-mail is low 
cost, and widely available. 

Regarding claim 3, Hubbe et al. and Hagebarth disclose everything claimed as 
applied above (see claim 1). In addition, the combination teaches wherein the sending of 
the setting changing mail includes, upon acceptance of the request related to the change 
of setting in said portable terminal, generating the setting changing mail containing a 
computer program suitable to the received request (column 2, lines 26-34; column 3, 
lines 27-40; column 4, line 3; column 5, lines 4-9 of Hubbe et al.). 

Regarding claim 4, Hubbe et al. and Hagebarth disclose everything claimed as 
applied above (see claim 3). In addition, the combination teaches the upon acceptance of 
the request related to the change of setting in said portable terminal from the user of said 
portable terminal, checking whether or not the user is an authorized user (verify 
customer's identity - column 5, lines 1-6 of Hagebarth). 

Regarding claim 5, Hubbe et al. discloses a portable terminal remote control 
method of remotely controlling a portable terminal (3) from an external deice (1, 2, 5) via 
a wireless communication link (Figure 1), said portable terminal having a main body 
provided with a built-in memory (second memory - column 5, line 1), and an 
attachable/detachable storage medium (first memory, e.g. SIM card - column 4, line 65), 
the method comprising: 

receiving a single setting changing message (short radio message; SMS - abstract; 
column 3, lines 35-40; column 5, lines 4-9) sent from said external device in said portable 
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terminal, via the wireless communication link (column 3, lines 27-32), the setting 
changing message including a computer program ("commands to be acted on" - column 

4, line 3; "updating commands" - column 3, lines 27-32) that changes contents of both 
the built-in memory and the storage medium of the portable terminal at a time (column 5, 
lines 2-3), and a setting changing identifier (header 6 - Figure 2) that identifies the setting 
changing mail; 

identifying the setting changing message based on the setting changing identifier 
(header 6 - Figure 2); and 

updating the contents of both of said built-in memory and said storage medium 
based on content of the received setting changing mail such that said portable terminal is 
configured to execute a different function (an update by definition implies a change or 
different function as claimed; see "adding software" - column 4, line 47) (column 2, lines 
26-34). 

• Even though Hubbe et al. discloses that the setting changing message is, for 
example, SMS (short message service) message (abstract; column 3, lines 35-40; column 

5, lines 4-9), Hubbe et al. fails to specify that the setting changing message is mail (e- 
mail) as defined by applicant. 

In the same field of endeavor, Hagebarth discloses a portable terminal remote 
control method of remotely controlling a portable terminal (abstract) where either one of 
SMS or e-mail can be used to send update/performance parameters/commands (settings) 
enabling the mobile unit to perform an update of the settings in a memory of the mobile 
unit (see in particular column 6, lines 34-41; see also column 7, lines 35-38). SMS and e- 
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mail are interchangeable as suggested by Hagebarth. Some advantages of e-mail are that 
it is low cost, and widely available. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to use e-mail instead of SMS, first, because SMS and e- 
mail are interchangeable as suggested by Hagebarth, and, second, because e-mail is low 
cost, and widely available. 

Regarding claim 7, Hubbe et al. and Hagebarth disclose everything claimed as 
applied above (see claim 5). In addition, the combination teaches wherein said storage 
medium comprises an IC card or a subscriber identity module card (e.g. SIM card - 
column 3, lines 4-5; column 4, line 65) issued by a communication provider (column 3, 
lines 23-25), each provided with a processor (processing means; microprocessor - 
column 3, lines 7-10) (17 - Figure 3) and a memory (column 3, lines 7-10) (18 - Figure 
3) so that in the collectively updating of the contents, said main body has a processor (11 
- Figure 3) that updates the contents of said built-in memory (12 - Figure 3) by executing, 
the computer program contained in said setting changing mail ("commands to be acted 
on" - column 4, line 3; "updating commands" - column 3, lines 27-32), and said IC card 
or subscriber identity module card is updated by a processor-to-processor communication 
between the processor in said main body and the processor in said IC card or in said 
subscriber identity module card (e.g. SIM card) (column 3, lines 11-15; and citations 
above of Hubbe et al.). 

Regarding claim 8, Hubbe et al. and Hagebarth disclose everything claimed as 
applied above (see claim 5). In addition, the combination teaches storing the received 
setting changing mail in said built-in memory (column 5, lines 2-3); and when said 
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storage medium is replaced with another storage medium, updating contents of said other 
storage medium by running the computer program contained in the setting changing mail 
stored in said built-in memory (single phone can use multiple cards or vice versa - 
column 4, lines 8-14; card memory contents are compared against built-in memory, e.g. 
buffer, to determine update need - column 4, lines 51-55; and citations above of Hubbe et 
al.). 

Regarding claim 9, Hubbe et al. and Hagebarth disclose everything claimed as 
applied above (see claim 5). In addition, the combination teaches storing the received 
setting changing mail said storage medium (column 5, lines 2-3); and when said storage 
medium is inserted into a main body of another portable terminal, updating contents in a 
built-in memory of said mail body of the other portable terminal by running the computer 
program contained in the setting changing mail stored in said storage medium (single 
card can be used in multiple phones or vice versa - column 4, lines 8-14; card memory 
contents are compared against built-in memory, e.g. buffer, to determine update need - 
column 4, lines 51-55; and citations above of Hubbe et al.). 

In general, claims 11-19 are obvious variations of claims 1, 3-5, 7-9; therefore, 
they rejected for the same reasons shown above. In particular: 

As to claims 11 and 12, they are the corresponding system and recording medium 
claims of method claim 7; therefore, they are rejected for the same reasons applied above 
for claim 1. 

As to claim 13, it is a corresponding system claim of method claim 5; therefore, it 
is rejected for the same reasons applied above for claim 5. 
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As to claims 14 and 18-19, they are obvious variation method claims 
corresponding to method claim 1; therefore, they are rejected for the same reasons 
applied above for claim L 

As to claims 15 and 16, they are the corresponding system and recording medium 
claims of method claim 14; therefore, they are rejected for the same reasons applied 
above for claim 14. 

As to claim 17, it is a corresponding system claim of method claim 4/3/1; 
therefore, it is rejected for the same reasons applied above for claim 4/3/ L 

Response to Arguments 

5. Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
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advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

7. Any inquiry concerning this communication from the examiner should be directed 
to Eliseo Ramos-Feliciano whose telephone number is 571-272-7925. The examiner can 
normally be reached from 8:00 a.m. to 5:30 p.m. on 5-4/9 1st Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lester G. Kincaid, can be reached on (571) 272-7922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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PATENT EXAMINER 
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